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Introduction:

(1]  This application concerns the removal of four rade mark registrations for
‘Taking Back Tomorrow', registered by the First Respondent ("Tracker’) in classes: 35,



37 36 and 45. The Applicant ("Altron”) seeks expungement under 527(1)(b) of the
Trade Marks Act 194 of 1993 ("Act”) on the basis of non-use

[2] The matter raises foundational questons in South African trade mark law,
including

a) the meaning and scope of “interested person” under s 27(1) of the Acl,
b) the doctrine of residual reputation and its interaction with non-use;

c) the proper interpretation of 5 27(3) of the Act and its refationship to 5 35(1) of
lhe Act

d) the nature of the Court’s discretion in non-use apphcatons, and
) the admissibility of further afidawvits m motion proceedings,
The statulory framework:

[3]  The trademarks register is intended 1o reflect marks that are used in trade. This
principle is foundational and has been repeatedly affirmed n South African
jurisprudence that the purpose of the register is to record marks that are used, or
intended to be used, as rademarks.' and to reflect marks thal funclion as Indicators
of orlgin in the marketplace? It does not serve as a warehouse for unused marks.

[4] The eflect is that the non-use provisions serve a public interest function’
preventing clutter, ensuring commercial certainty, and maintaining the integrity of the
register.

[5] Section27(1)(b) of the Act provides that a registered mark may be removed
where there has been no bona fide use of the trade mark in relation to the goods or
services for which it is registered for a continuous penod of frve years.

"E'H'.-:I_I'.'II'IE Trade fMarks Act 154 of 1533 Pophor Retmd (Poy) Lid v Truworths g [2010] ZASCA 146 atpara 10
! Fooww fferitinadionml Brarcts (PTy) Lid w Beevsoo AG 20271 ZASCA 34 al para 09,
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[6] Bona fide use refers to genuine commercial use, not loken or contrived use for
the purpose of preserving the registration,” and the determination of the existence
thereof is and objective and fact-based exercise *

[71 In (supra), the SCA stressed that the inquiry is objective and fact based.

[8] It is common cause that Tracker has not used the 'Taking Back Tormarrow” mark
since 2016. The statutory basis for removal is therefore established unless Tracker
establishes a defence or the Courl exercises its discreban,

[9] Section27(5) of the Act provides that Section 27(1)(a) and (b) of the Act- do
not apply to marks entitied to protection under the Paris Convenlion as well-known
marks within the meaning of Section 35(1) Act, Which defines such marks as those
well known in the Republic as being the marks of a national of a convention country
or a person domiciled or having a real and effective industrial or commercial
establishment in a convenbion country.

[10] Section 27(5) of the Act has been interpreted 1o be applcable to the protecton
ol well-known marks of foreign proprietors and does nol extend to domastic
proprietors ®

[11] Tracker challenged this Interpretation and submitled that the purpose of tha
Paris Convenlion is to protect well known marks, not fereign nationality, and that the
current inlerpretation produces irrational results.

[12] It relies on constitutional interpretive principles that the interpretabon musl
promote the spirit, purport and objects of the Bill of Rights.” The result of the process
of interpretation is to aveid irational or arbitrary outcomes. The process of

interpretation must be purposive and context sensitive ® avoid absurdity and promote

3 Gulf Ol Coporation v Rembrand! Fabnkante and Handekuws (Edme) Spx 1063 (2) SA 10 (T) al paras15C-H
2 Aswdas AG v Poplov [2013] ZASCA D al para 14
Section IT(5) read with 271 Ha} ard (&) of the Trade Marks Act 104 of 1663
U Bl Loy Monafactunng [Py Lid v Nations) Braveds Lid 2005 (1) BA 346 [T} Tresortha Lid ¢ Priman Hodings
FOVH T} SA 1TD SCA par §
7 Mysbmrana v Stwacsnd Sank 2014 ZACE 1 o para 18
b Chesia v Disctor Gopersd Homse AT 2000 FACC 20 3t parn 52



coherence ® and an interpretation that align with constitutional values should be
prefered. ™

[13] These arguments are compelling, but Blue Lion Manufactunng (Ply) Lid v
National Brands Lid ("Blue Lion™),'! remains binding authonty.

Locus Standi:

[14] The concept of an Sinterested person” in Section27(1) of the Act s the
successor o the earlier term “person aggrieved” under the Act of 1863. Although the
warding changed, the jurisprudence interpretng “person aggneved” remains relevant
and has been consistently applied by South African courts.

[15] The foundational case Is in re Appoliinaris Co Lid,"? where the English Court of
Appeal held that the concept is intended to exclude mere busybodies or commaon
informers, and to confine the right of complaint to persons who have a real Interest in
the register being comrect.

[16] This principle was adopted in South Africa in Joshua Gibson Lid v Bacon
where the Court held that an applicant must show thal he is in some way substantially
interested in having the mark removed.

[17]) This approach was reaffirmed when the former Appellate Division concluded
that an applicant must show a real and not merely fanciful interest in the removal of
the mark.'*

[18) The interest must be genuine and legitimate, and it must anse from the
applicant's trading activities or intended trading activites.'® The interest must amount
to a real commercial interest in the removal of the mark, not a ypothetical or academic

* ifapandent Commnédy Pharmacy Associalion v Clcks Group Lid and Others [HI23] ZACC 10 al para 112

H -lwrr_{;-km Shalts and Undergroond v Gommezsiones kor ha Sowth Afncan Fowonug Soreon 2025 ZASCA 30
a1 para

':H.-&Limﬂlnmf.‘:ﬂm {F1y] Lid w Matonad Brands Lid 2005 (1) 24 48 (T}

" Ry Appallngns O Lg (1891 | B RIPC 137 (CA)

W nchun G Lid v Beacs 1927 TPD 207 o para 210

‘:‘REH::.IEFLMH Charlos of tho Fafr Lo 19EB (3) SA 50 (A) at pare 20340

" Dignen Ciofleng (Ply) Lid v Nu-Care Marketing 1991 {4) 5A B50 JA) at para &,



interest. ™ The applicant is furthermore required to show that the continued presence
of the mark on the register is likely to cause him substantial damage "7

[19] Although standing in trademark litigation is requlaled by statute it has lo be
interpreted in light of constitutonal prnoples of access to courls and purposive
interpretabion.

[20] Inthis sense standing must not be understood to be a lechnical obstacle course
but rather a praclical inquiry into whether the litigant has a real interest in the outcome
and can a litigant not rely on a hypothetical or abstract interest The interest must be
real and grounded in facL'?

[21] This dualty — liberal access to courts but requiring a real interest — informs
the modern approach 1o s 27(1) of the Act.

[22] Altron asserts that Tracker's registrations “may hamper” its intended use of
TAKE ON TOMORROW. On the other hand. Allron simultanecusly asserts that the
marks are not confusingly similar, that the CIPC has conditionally accepted its
applications, thal there is no impediment to registration and that Tracker's concems
are unfounded.

[23] Altron is taking a position that are mutually destructive It cannol claim to be
substantially interested In removing a mark while insisting that the mark has no legal
or commercial impact on it

[24] This is the lype of contrived interest rejected in Ritz Hofel Danco Clothing, and
Valentino Globe,"®

[23]  Altron stated that it brought the application out of an abundance of conservative
caution. There is no legal basis for such an approach and has the Appellate Division

" Eﬁﬁm Foolbal Assooiaton v Stanlon Woodrush [Py Lid v Standon Wodrush 20032 (23 SA 250 (T) at
para 239,

Y Valtaling Giobe BY v Prips 1958 (3) SA 775 1SCA) ot paa TH1B

" Gand Concens CC v Fanakdo Investments 2013 (3} BA 571 (CC) al para 34

" it Hotel v Charles of the Ritr {10 abeve n 14, Danco Clothing [Py Lid w Ny-Cams Marketray ahowo n 15 and
Vakentnd Giobg 8Y v Flulips sbiove n 17
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expressly rejected "precautionary” or “tachcal” interests and does the Act not provide
far removal proceedings merely to clear the register as a matter of convenience *

[26] Speculative or hypothetical interest is insufficient !

[27] The fact that Tracker believes that the marks are similar cannot assist Altron in
establishing standing as its interest must anse from ils own trading activities nol from
the respondent’s assertions

[28] Altron's own position that there is no similanty, no confusion, and no
impediment is fatal to its standing and has Altron failed to establish that it 15 an
“interested person” under s 27(1).

[29] However, in case | am wrong. | proceed to consider the merits,

[30] Section27(1)(b) is a central mechanism for maintaining the integrity of the
trademarks register by ensuring that the register reflects marks that are used as
indicators of origin in the marketplace.

[31] In Adidas AG v Pepkor Refail Ltd®® the purpose of non-use provisions was
explained as to record marks thal are used, or intended to be used, as trademarks

[32] This principle |3 rooted in the public interest A cluttered register impedes
commercial certainty, inhibits competition, and undermines the function of trade marks
as indicators of ongin.

[33] An inguiry under s 27(1){b) is not punitive; it is corrective. |t ensures thal the
register remains a reliable public record.

[24] The requirement of "bona fide use” has been interpreted to mean genune
commercial use, not token or contrived use.

[35] In Rembrandl (Edms) Bpk v. Gulf Oil Corporation,® the Court held that genuine
USE Means use:

" Pite Hodel v Charfes of B Ritz Lid above n 15

M Vakenfing Globae BV v Prulins abowa n 17

= Darco Clotheng v Nu-Cars Markstng sen above n 10

A Adwdas AG v Peokor abores n 4

¥ Gedf (ht Cewpewzhion v Rembrandr Fahikonte en Handelaars (Edms) Bpk above 03 al para 2400



“with the ohiect or intention primarily of protecling. facililaling and furthering tradng in
such goods, and not some other, ullenor matve,

[36] This principle aligns with inte rnational jurisprudence, including the English
decision in Ansul BY v Ajax Brandbeveiliging,** where the Court held thal use must be
~consistent with the essential function of a trade mark "

[37] The essential funcbon of a trade mark |5 to indicate ongin. Use that does not
sarve this funclion is not bona fide.

[38] I is common cause thal Tracker has not been using the ‘Taking Back
Tomorrow' marks since 2016,

[38] Tracker does not contend otherwise and does nol seriously dispule the
absence of adverising, sales, promotional use, intemnal use, token use or defensive
use,

[40] Althcugh the statutory ground for removal is satisfied tracker relies on residual
reputation, section 27(5), or the Court's discretion,

[41] The Doctrine of Residual Reputation recognises that goodwaill and reputation
may persist after use has ceased.

[42] Whether residual reputation exists s a factual enguiry and the courl will
consider scale, duration and impact of prior use 28

[43] A reputation has an element of durability and does not cease 1o exsl on
cessation of use ?” A reputation may endure even after production has ceased ™

[44] Residual reputation may be inferred from extensive advertising™ scale and
manner of use, ™ long term exposure,’ emobional impact of the campaign, continued
public recognition and the conduct of competitors.

™ angwl BY v Ajar Brandbevaliging BV [2003) ETMR B5 (ECS)
Tﬂlﬁhﬂﬂﬂ*.ﬂmﬁ'mhvmﬂ {Pry) Lid 2002 JOR 0315 (T] ol para 10
! Prodakow Arohars v Gorzhiawts 1976 (1) SA 843 (E] o BASE-C
_" Catarham Car Salos & Coachworks Lid v Bt Carg (Pry) Lid 1558 (1) BA 938 {SCA) ot paras 1310
' Hadaaood Cord v Tiwins Products 1588 (1] 5A 238 [A) & para 243
M Ardas AG v Pephes abwre= 1 4 &t para 20,
* Mrwy Mulinatona! above n 2 at para 21



[45] The conduct of competitors is refevant 10 determining whether a reputation

persisis

[46] Where a competitor adopts a get up strikingly similar to that of the plaintiff is a
strong indication that the plaintiffs get up is distinctive and the inference is that the

plaintiff's get up retains commercial value ™

[47] In Yellow Cabs v Ginsberg™ the Court held that imitation is evidence of
repulabion.,

[48] Tracker's evidence establishes a decade long campaign lasting some nine
years, substantial advertising spend exceeding R145 milllon, national television and
radio campalgns, iconic advertisements such as "Memones.” contnued onling
availability.

[49] Tracker also relied on expert evidence to which Altron did not object.

[50] In Price Waterhouse Coopers Inc v National Potato Co-operalive Lid* the SCA
held that expert evidence is admissible where it assists the court in matiers requinng
specialised knowledge.

[51] The evidence establishes a substantial residual reputation. The acquisition of
Tracker's product bundie names (Connecl, Empower, Protect) by Netstar in 2025
strengthens the inference of residual goodwill

[52] The inference that Altron sought to benefit from Tracker's goodwill is consistent
with Blue Lion and Yellow Cabs.

[53] Section27(5) of the Act provides that s 27(1}(a) and (b) do not apply lo marks
entitled to protection under the Paris Convention as well-known marks within the
meaning of s 35(1).

[54] Section 35(1) of the Act defines such marks as those well known in the Republic
as being the marks of a national of a convention country, o 8 person domiciled or

¥ sreack-ingram Products Lid v Bescham 54 (Pry) Lid VETT (4] 3A 42400 al pars 12
¥ Yefow Cabs v Ginshog 1530 WLD 205 ot para 200,
3 Pricg Wilerhousn Coopers Inc v Nasionaf Polafe Co opsrstie Lid 2015 ZASCA 2 atpara 97



having a real and effective industrial or commercial establishment in a convenbon
country

[55] The purpose of the Paris Convention is to protect well known marks, not foreign
nationality,

[S6] Article Bbis of the Paris Convention reguires member states to protect well
known marks “whether or not thay are registered.”

[57] In Biue Lion, the Court held that Section 27(5) is directed at protecting the well-
known marks of foreign proprietors. It does not extend 1o domeslic propnetors.

[58] Tracker argues that this interpretation is incorrect but Blue Lion remains binding
authority

[59] Ewven where non-use is established. the Court retains a discretion to refuse
expungement.

[60] This discretion is rocted in the equitable nature of trade mark law. And may he
court refuse expungement where the equities favour the propnetor, 32

[61] The discretion must be exercised judicially and must take into account all
relevant factors™ such as residual reputation, likelihood of deception, conduct of the
applicant and public interest

[62] Tracker has established a substantial residual reputation

[63] Altron's conduct including Its denial of similarity, its assertion of no impediment,

and Netstar's appropnation of Tracker's product bundle names weighs heavily against
granting refief.

[E4] The public interest is not served by permitting approprniation of goodwall,

[65] | would consequently exercise my discretion against expungement

¥ Adsckas AG and Anather v Pepkor Rotsd L id sbove n 4,
¥ Moo Mullinatonal Broweds (Pry) |id v Besersdod AG above n 2
T Helranod Curd v Twine Produels aboes n 20,



[66] The further affidavit concems facts arising after the answering affidavit It is
relevant to residual reputation and the equibes. It is concise, matenal, and notl

prejudicial,
[67) Leave to file it should be granted,
Conclusion:

[68] Altron has failed to establish locus standi and even if it was established Tracker
has established residual reputation. Although Tracker cannot rely on s 27(5) the Court
would exercise its discretion against expungement.

Order:
[69] The following order is made:

1 The application for removal of the First Respondent's trade mark registrations
for ‘Taking Back Tomorow' is dismissed.

2. The First Respondent is granted leave to file its further affidavit

3.The Applicant is ordered to pay the First Respondent’'s costs, including the
costs of two counsel

UBENHEIMER AJ
ACTING JUDGE OF THE HIGH COURT
GAUTENG DIVISION

PRETORIA
COUNSEL FOR THE PLAINTIFF: Adv Saimon SC
INSTRUCTED BY: Edward Nathan Sonnenbergs Inc
COUNSEL FOR THE 1# RESPONDENT Adv C Puckrin SC
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