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[2 ] On 19 January 1999 under case n o 841 /1999 th i s cour t ( V A N D I J K H O R S T , J) 

granted an order against the f i r s t respondent ( w h i c h was p r e v i o u s l y incorpora ted 

as G r a n d m a r k In te rna t iona l C C ) ( I use the w o r d s " f i r s t respondent " o r 

" G r a n d m a r k " in te rchangeab ly ) i n te rms o f w h i c h i t was rest ra ined f r o m i n f r i n g i n g 

cer ta in registered designs and t rade marks o f the app l i can t i n re la t i on t o par ts to f i t 

B M W m o t o r vehic les. I n th is j u d g m e n t I w i l l re fer to that order as " the 1999 

cour t o rder " . Paragraphs 1 and 2 o f the 1999 cour t order read as f o l l o w s : 

" 1 . Res t ra in ing the defendant ( G r a n d m a r k ) f r o m i n f r i n g i n g the 

p l a i n t i f f s ( B M W A G ' s ) registered designs b y i m p o r t i n g and/or 

us ing and/or d i spos ing o f parts f o r B M W veh i c le (sic) w h i c h have 

been made w i t h o u t the au thor i t y or l i cence o f the p l a i n t i f f and 

w h i c h are cove red b y the p l a i n t i f f s reg is tered designs re f lec ted i n 

annexure A ' hereto . 

2 . Res t ra in ing the de fendant f r o m i n f r i n g i n g the p l a i n t i f f s reg is tered 

trade marks nos 88 /6895 and/or 88 /6896 b y m a k i n g unau thor i sed 

use i n the course o f t rade o f such marks or any t rade marks w h i c h 

so near ly resemble the p l a i n t i f f s a foresa id reg is tered t rade marks 

as to be l i k e l y to dece ive or cause c o n f u s i o n b y i m p o r t i n g and/or 

se l l ing and/or d i s t r i b u t i n g unauthor ised B M W g r i l l s . " ; 

[3 ] Some t w e l v e years later o n 2 A u g u s t 2010 the app l ican t ( B M W A G ) ( I use the 

w o r d s " the app l i can t " and " B M W A G " in te rchangeab ly ) ob ta ined an A n t o n P i l l a r 

order granted b y K R U G E R , A J i n th is cour t . Tha t order ( c o m m o n l y k n o w n as a 
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"search and seizure o rde r " ) was executed at the business premises o f the f i r s t 

respondent f r o m 3 to 5 A u g u s t 2 0 1 0 . A l t h o u g h the order a f f o rded B M W A G 

th i r t y days i n w h i c h to car ry ou t i ts search and seizure opera t ion , i t s topped af ter 

three days h a v i n g conc luded that i t had su f f i c i en t ev idence to l aunch the present 

app l i ca t ion be fo re me . 

I n th is app l i ca t i on , B M W A G seeks an order as f o l l o w s : 

(1 ) dec la r ing the first respondent to have been and/or to be i n c o n t e m p t o f 

paragraph 1 o f the order o f th is honourab le cour t dated 19 January 1999 i n 

case n u m b e r 841 /99 , a c o p y o f w h i c h is annexed to the f o u n d i n g a f f i dav i t 

o f Jurgen Fegbeute l m a r k e d " B M 1 " , b y the i m p o r t a t i o n and/or use and/or 

d ispos ing o f parts to fit B M W veh ic les h a v i n g designs p ro tec ted b y the 

appl icant 's des ign reg is t ra t ions nos A 9 0 / 0 9 7 4 , A 9 0 / 0 9 7 6 , A 9 0 / 0 9 7 7 , 

A 9 0 / 0 9 7 9 , A 9 8 / 0 0 5 6 , A 9 8 / 0 0 6 2 , A 9 8 / 0 0 6 4 and/or A 9 8 / 0 0 6 5 ; 

(2) d i rec t i ng the first respondent to purge i ts con tempt i n re la t i on to those 

des ign regis t ra t ions re fe r red to i n the aforesaid cour t order w h i c h are 

cu r ren t l y i n fo rce and to c o m p l y w i t h the order w i t h i n f o r t y e igh t hours o f 

service o f th is order u p o n i t ; 

(3 ) g ran t ing the app l icant l eave to approach th is cour t o n an u rgen t basis on 

the same papers, d u l y supp lemen ted , f o r an order d i rec t i ng that the second 

respondent be arrested a n d c o m m i t t e d to p r i son f o r con temp t o f the 

a foresa id cour t order i n the event o f the first respondent f a i l i n g to c o m p l y 

w i t h paragraph 2 above ; 



(4) res t ra in ing the f i rs t respondent f r o m i n f r i n g i n g the r igh ts o f the app l i can t 

i n i ts des ign reg is t ra t ions nos A 9 8 / 0 0 5 6 , A 9 8 / 0 0 6 2 , A 9 8 / 0 0 6 4 and/or 

A 9 8 / 0 0 6 5 , b y i m p o r t i n g and/or u s i n g and /o r d ispos ing o f any par ts f o r 

m o t o r cars w h i c h e m b o d y , w i t h o u t the au tho r i t y o f the app l icant , any o f 

the a foresa id designs or designs no t substant ia l l y d i f fe ren t t h e r e f r o m i n 

te rms o f the p rov i s ions o f sect ion 35 (3 ) (a ) o f the Designs A c t , 195 o f 

1993; 

(5 ) res t ra in ing the f i rs t respondent f r o m i n f r i n g i n g any o f the fu r the r and 

subsis t ing des ign reg is t ra t ions o f the app l i can t w h i c h are i n c l u d e d i n 

annexure " JF16 " to the f o u n d i n g a f f i d a v i t o f Jurgen Fegbeute l (bu t no t 

re fer red to i n paragraph (4) above) b y i m p o r t i n g and/or us ing and /o r 

d ispos ing o f any parts f o r m o t o r cars w h i c h e m b o d y , w i t h o u t the au tho r i t y 

o f the app l icant , any o f the a foresa id des igns o r designs not subs tan t ia l l y 

t h e re f r om i n te rms o f the p rov i s i ons o f sec t ion 35(3) (a) o f the Des igns 

A c t ; 

(6 ) res t ra in ing the f i rs t respondent f r o m i n f r i n g i n g the r ights o f the app l i can t 

i n any o f i ts t rade m a r k reg is t ra t ions nos 1979/06501 B M W , 

1998/17028 B M , 2001 /20102 E 4 6 and /o r 1984/01620 3 S E R I E S , a l l i n 

class 12, b y m a k i n g unau thor i sed use i n the course and trade o f any o f 

these t rade marks i n r e l a t i o n to the goods covered b y these reg is t ra t ions , 

and/or o f any trade m a r k s w h i c h are c o n f u s i n g l y and/or decep t i ve l y 

s im i l a r thereto, i n te rms o f the p r o v i s i o n s o f sect ion 34(1 )(a) o f the T rade 

M a r k s A c t , 194 o f 1993; 



(7) d i rec t ing the f i r s t respondent to surrender and d e l i v e r - u p to the app l i can t 

a l l parts i n i ts possession o r under i ts c o n t r o l w h i c h i n f r i nge the reg is tered 

designs o f the app l i can t set out i n pa ragraph 4 above i n te rms o f the 

p rov is ions o f sec t ion 3 5 ( 3 ) ( b ) o f the Des igns A c t ; 

(8 ) d i rec t ing the f i r s t respondent to r e m o v e f r o m a l l packag ing , l abe l i ng , 

compute r records and databases, s tock records and p r i n ted mat te r a l l 

reference to the t rade m a r k s B M W , B M and E 4 6 and/or 3 S E R I E S i n 

re la t ion to unau thor i sed parts to f i t B M W veh i c l es ; a l te rna t i ve ly , i n the 

event o f i t no t b e i n g poss ib le to r e m o v e such t rade marks f r o m such 

mat ters, d i rec t i ng the de l i ve r y -up o f such ma t te r to the app l ican t i n te rms 

o f the p rov is ions o f sec t ion 34(3) (b) o f the T rade M a r k s A c t ; 

(9 ) res t ra in ing the second respondent f r o m caus ing and/or a i d i n g and/or 

abet t ing the f i r s t respondent to act i n any o f the manners set ou t i n 

paragraphs (1 ) , ( 4 ) , (5 ) and (6) above; 

(10) d i rec t ing the f i r s t and second respondents to pay the costs o f th is 

app l i ca t ion , and o f the app l i ca t i on under case no 44784 /10 , and o f the 

execu t ion o f the resu l t i ng order, o n the a t to rney and o w n c l ien t scale, 

j o i n t l y and severa l ly , i n c l u d i n g the costs o f t w o counse l i f app l i cab le ; 

(11) g ran t ing the app l i can t f u r t he r and/or a l te rna t ive re l ie f . 

G r a n d m a r k gave not ice o f i ts i n ten t i on to b r i n g a coun te r -app l i ca t i on at the 

hear ing o f the mat ter f o r an o rder r e v o k i n g ce r ta in des ign reg is t ra t ions re la t i ng to 



the E 4 6 B M W m o t o r car w h i c h are regis tered i n the name o f B M W A G (" the 

coun te r -app l i ca t i on " ) . I t seeks the f o l l o w i n g order : 

(1 ) r e v o k i n g South A f r i c a n des ign reg is t ra t ions A 1 9 9 8 / 0 0 6 2 "bonne t f o r an 

a u t o m o b i l e " , A l 9 9 8 / 0 0 6 5 "head l igh t assembly f o r an a u t o m o b i l e " , 

A 1 9 9 8 / 0 0 6 4 " g r i l l " and A 1 9 9 8 / 0 0 5 6 " f r on t fender " , reg is tered i n the name 

o f the app l icant ; 

(2 ) o rde r ing the app l icant to p a y the costs o f th is app l i ca t i on , i n c l u d i n g the 

costs o f t w o counse l . 

G r a n d m a r k says that the coun te r -app l i ca t i on is b rough t , f i r s t l y , o n the basis that 

the re levant E 4 6 designs are f u n c t i o n a l i n nature and lack any aesthet ic features 

and there fore cannot be reg is tered as aesthetic designs and , second ly , o n the basis 

that they are no t n o v e l or o r i g i n a l . I n i ts a f f i dav i t o p p o s i n g the present app l i ca t i on 

G r a n d m a r k also gave no t ice o f i ts i n ten t i on to b r i n g an app l i ca t i on f o r re fer ra l o f 

the conduc t o f B M W A G to the C o m p e t i t i o n T r i b u n a l i n te rms o f sect ion 65 (2 ) o f 

the C o m p e t i t i o n A c t , 89 o f 1998 (" the re fer ra l a p p l i c a t i o n " ) i n the event o f the 

coun te r -app l i ca t ion be ing d i sm issed . 

Counse l f o r the app l icant , M r M i c h a u , submi t t ed that the f i r s t issue w h i c h mus t be 

de te rm ined is whether there has been comp l i ance b y the respondents w i t h the 

1999 cour t order as i t is cent ra l to the present app l i ca t i on and to the ear l ier A n t o n 

P i l l a r app l i ca t ion . H e fu r the r subm i t t ed that the coun te r -app l i ca t i on is comp le te l y 

i r re levant i n so far as the r e l i e f r e la t i ng to Grandmark ' s a l leged con temp t and 
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trade m a r k i n f r i n g e m e n t is concerned. T h e respondent 's coun te r -app l i ca t i on f o r 

revoca t ion o f the re levant designs and the app l i ca t ion f o r re fe r ra l to the 

C o m p e t i t i o n C o m m i s s i o n shou ld no t be cons idered un t i l the 1999 cour t order is 

c o m p l i e d w i t h and the respondents have p u r g e d the i r con tempt . H e a rgued that 

the cour t shou ld no t p e r m i t a l i t i gan t to app roach i t f o r r e l i e f w h e n i t is f l a g r a n t l y 

d is regard ing and re fus ing to c o m p l y w i t h cour t orders. Such a l i t i gan t , he says, 

acts mala fide and approaches the cour t w i t h unc lean hands and shou ld no t be 

ent i t led to request the cour t f o r re l ie f . 

[8 ] I agree w i t h counse l fo r the respondents, M r M a r r i o t , that th is cour t canno t grant 

an in te rd ic t i n respect o f the a l leged des ign i n f r i ngemen t w i t h o u t hea r i ng the 

coun te r -app l i ca t ion f o r r evoca t i on o f the designs i n issue. I f the counter -

app l i ca t ion shou ld succeed a comp le te defence to the des ign i n f r i n g e m e n t 

app l i ca t ion w o u l d resul t . The coun te r -app l i ca t i on was heard f o r another reason as 

w e l l . I f i t is f o u n d that the respondents are i n con tempt o f cour t and t hey shou ld 

purge the con temp t and , i t is a lso f o u n d that the appl icant 's des ign reg is t ra t ions 

f a l l to be r e v o k e d , then i n that event the c o n t e m p t w o u l d be pu rged . I n th i s regard 

i t is apposi te to state that the 1999 cou r t o rder was ob ta ined b y agreement 

be tween the part ies and, as I unders tand i t , w i t h o u t the d ispute h a v i n g been f u l l y 

ven t i la ted i n a t r i a l or f u l l b l o w n app l i ca t i on hea r ing before the cour t . 

[9 ] I t w o u l d also be apposi te at th is stage to descr ibe the part ies i n m o r e de ta i l . 
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[10 ] The app l icant B M W A G is a G e r m a n c o m p a n y w h i c h is the deve loper , 

manufac tu rer and d is t r ibu to r (by i t se l f and t h r o u g h i ts l icensees) o f B M W m o t o r 

cars, the i r par ts , componen ts and accessories i n va r i ous countr ies i n the w o r l d , 

i n c l u d i n g Sou th A f r i c a . 

[11 ] G randmark is a Sou th A f r i c a n c o m p a n y w h i c h is i n the business o f i m p o r t i n g , 

se l l ing and o f f e r i n g f o r sale spare parts to f i t veh i c les , i n c l u d i n g B M W m o t o r 

cars. I t was o r i g i n a l l y i nco rpo ra ted i n 1994 as G r a n d m a r k In te rna t iona l C C and 

was thereafter conver ted to a c o m p a n y i n 2 0 0 3 . The second respondent , 

M r A l l a n H o , is the sole d i rec to r o f G r a n d m a r k and also its sole shareholder . 

H e is also stated to be the m a n a g i n g d i rec to r o f G r a n d m a r k . A s such he has no 

doubt been d i rec t l y respons ib le fo r the c o n t r o l , management and business 

operat ions o f G r a n d m a r k since 1994 w h e n he star ted the business. 

[12 ] I t u rn t hen to the ques t ion o f con tempt o f cour t . 

[13 ] I n con tempt o f cour t p roceed ings the app l i can t m u s t s h o w the f o l l o w i n g : 

(1) that an order was granted against the responden t ; 

(2 ) that the respondent was ei ther served w i t h the order o r i n f o r m e d o f i ts 

contents o r had k n o w l e d g e thereof ; and 

(3) that the respondent d isobeyed the o rde r "de l ibera te ly and mala fide" 

(Fakie v CCIISystems (Pty) Ltd 2 0 0 6 4 S A 326 ( S C A ) at 333 par [ 9 ] ) : 
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"The test f o r w h e n d isobedience o f a c i v i l order const i tu tes 

con tempt has c o m e to be stated as whe the r the breach was 

c o m m i t t e d 'de l ibera te ly and mala fide\ A del iberate d is regard is 

no t enough , s ince the n o n - c o m p l i e r m a y genu ine l y , a lbe i t 

m is taken ly , be l i eve h i m or he rse l f en t i t l ed to act i n the w a y 

c la imed to cons t i tu te the con tempt . I n such a case, g o o d f a i t h 

avo ids i n f rac t i on . E v e n a re fusa l t o c o m p l y that is ob jec t i ve l y 

unreasonable m a y be bona fide ( t h o u g h unreasonableness c o u l d 

ev idence lack o f g o o d fa i th ) ( foo tno tes o m i t t e d ) . " 

[14 ] F r o m the papers i t is apparent tha t M r H o was present at a mee t i ng w h i c h was 

he ld o n 4 December 1998 d u r i n g w h i c h the set t lement o f the ac t ion as a resul t o f 

w h i c h the 1999 cour t order was ob ta ined was d iscussed and G r a n d m a r k consented 

to the g ran t ing o f that order . The re can therefore be no doub t that b o t h M r H o and 

Grandmark had k n o w l e d g e o f the cour t order g ran ted against the lat ter and the 

terms o f that order. 

[15 ] The deponent to the f o u n d i n g a f f i dav i t i n the m a i n app l i ca t i on says that 

B M W A G and i ts d u l y au thor ised l icensee, B M W Sou th A f r i c a (P ty ) L t d 

( " B W M S A " ) rema ined susp ic ious o f the ac t i v i t ies o f G r a n d m a r k and rece ived , 

f r o m t i m e to t i m e , ind ica t ions tha t G randmark was c o n t i n u i n g w i t h i ts u n l a w f u l 

conduc t and was no t c o m p l y i n g w i t h the te rms o f the 1999 cour t order . 

I t therefore set about t r y i n g to o b t a i n ev idence o f Grandmark ' s non -comp l i ance 
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w i t h that order t h r o u g h invest igators appo in ted by B M W A G ' s a t torneys. T h e 

appo in ted invest igators were unsuccessfu l i n o b t a i n i n g re levan t ev idence and 

B M W A G thereupon ins t ruc ted i ts at torneys to c lose the i r file d u r i n g 2 0 0 5 . 

[16 ] Some five years later o n 15 A p r i l 2010 B M W A G dec ided to act i n te rms o f the 

Coun te r fe i t Goods A c t , 37 o f 1997. I t l odged a c o m p l a i n t under the A c t . A c t i n g 

under a war ran t i n te rms o f the A c t , o f f i c i a l s o f the D epa r t men t o f T rade and 

Indus t r y and o f f i cers o f the Sou th A f r i c a n Po l i ce Serv ice entered the premises o f a 

c o m p a n y n a m e d A u t o f e v e r M o t o r Co rpo ra t i on (P ty ) L t d ( " A u t o f e v e r " ) and seized 

parts to fit B M W vehic les . V a r i o u s f i nanc ia l records and documents we re also 

seized and cop ied b y the D epa r t men t o f Trade and Indus t r y i n c l u d i n g invo ices 

f r o m var ious suppl iers o f parts to Au to feve r . Several o f the i nvo ices we re issued 

b y G r a n d m a r k says app l i can t , and these invo ices s h o w e d that s ign i f i can t 

quant i t ies o f rep lacement parts t o fit B M W veh ic les had been supp l i ed by 

G r a n d m a r k to A u t o f e v e r . T h e ev idence ob ta ined i n th is ope ra t i on was , inter alia, 

used i n the later A n t o n P i l l a r app l i ca t i on i n A u g u s t 2 0 1 0 . Fu r the r ev idence used 

i n that app l i ca t i on was that o f a M r Potter, B M W A G ' s inves t iga to r , w h o managed 

to purchase a bonnet to fit an E 4 6 B M W veh ic le f r o m the Pre to r ia p remises o f 

G r a n d m a r k o n 8 Ju ly 2010 . A p p l i c a n t says these parts we re e x a m i n e d b y 

M r Chr i s Joy o f B M W S A and w e r e f o u n d to be unau thor i sed . 

[17 ] A p p l i c a n t says that d u r i n g the execu t i on o f the A n t o n P i l l a r order ev idence o f 

fu r ther i n f r i ngemen t was secured. Pursuant to the execu t i on o f the A n t o n P i l l a r 
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order against G r a n d m a r k , t w e n t y s ix bonnets to f i t the E46 B M W m o t o r car we re 

f o u n d at i ts premises. I t is no t i n d ispute that these were no t bonnets au thor i sed 

b y B M W A G . M r Joy c o n f i r m e d that these bonnets and b o d y designs were no t 

substant ia l ly d i f fe ren t f r o m those covered b y des ign reg is t ra t ion no A 9 8 / 0 0 6 2 

"bonnet f o r an a u t o m o b i l e " . M r Joy also c o n f i r m e d that the unau tho r i sed 

headl ights and a bonnet f o r the E 4 6 B M W m o t o r veh ic les w h i c h were supp l i ed b y 

G r a n d m a r k to A u t o f e v e r e m b o d i e d designs w h i c h are substant ia l ly the same as 

the designs covered b y B M W A G ' s des ign reg is t ra t ions nos A 9 8 / 0 0 6 5 and also 

A 9 8 / 0 0 6 2 . These des ign reg is t ra t ions we re l i s ted i n annexure " A " to the 1999 

cour t order. G r a n d m a r k there fore f a i l ed to c o m p l y w i t h paragraph 1 o f the 1999 

order. 

The app l icant says that i n a d d i t i o n to the parts ac tua l l y located at the p remises o f 

G r a n d m a r k d u r i n g the execu t i on o f the A n t o n P i l l a r order fu r ther i n f o r m a t i o n was 

ext racted f r o m the stock records and data base o f G r a n d m a r k b y representat ives o f 

Pr ice Waterhouse Cooper A d v i s o r y Serv ices (P ty ) L t d ( " P W C " ) d u r i n g the 

execu t ion w h i c h ind ica ted that G r a n d m a r k had i m p o r t e d in to and so ld i n Sou th 

A f r i c a hundreds o f parts to f i t B M W veh ic les s ince about 2007 . T h e app l i can t 

says that i n l i gh t o f the fact that G randmark ' s business is , inter alia, to i m p o r t and 

sel l i n Sou th A f r i c a rep lacement parts f o r veh ic les , that is , non -genu ine parts 

made w i t h o u t B M W A G ' s au tho r i t y , the inescapable in ference is tha t the parts 

i m p o r t e d and so ld b y i t i n the past were also made w i t h o u t the au thor i t y o r l i cence 

o f B M W A G . I agree. H o w e v e r , i n r e l a t i o n to the parts to f i t the E 3 6 m o t o r 
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vehic les Grandmark ' s conduc t i n i m p o r t i n g and se l l i ng such parts f r o m 2 0 0 7 to 

date w o u l d no t have i n f r i n g e d the E 3 6 des igns as they had exp i red o n 

1 N o v e m b e r 2005 . Never the less , I was u r g e d b y B M W A G to d raw an in fe rence 

that be tween 1999 and 31 October 2005 the respondent w o u l d have i m p o r t e d and 

so ld such parts and th is w o u l d have i n f r i n g e d the E 3 6 designs at that t i m e . I need 

no t decide the issue. The other ava i lab le ev idence ind icates that G r a n d m a r k h a d 

fa i led to abide b y the 1999 cour t order. 

Was i t del iberate and mala fide? 

M r H o c o n f i r m e d that he started the G r a n d m a r k business and that he is i ts 

manag ing d i rec tor . H e at tached a copy o f one o f w h a t he says were n u m e r o u s 

e-mai ls he sent to h is s ta f f i ns t ruc t i ng t h e m no t to t rade i n the o f f end ing parts. H e 

fur ther states that o n l y a " f e w i n f r i n g i n g bonne ts " w e r e f o u n d to have been so ld i n 

con t raven t ion o f the ear l ier cour t order and al leges that a dec is ion had been taken 

i n 1999 no t to s tock b o d y parts to fit B M W veh ic les . M r H o says i t w a s 

imposs ib le f o r h i m to m o n i t o r whe the r emp loyees o f Grandmark ab ided the 

dec is ion taken. B M W A G has l i m i t e d the r e l i e f i n re la t i on to con tempt o f cour t 

spec i f i ca l l y to the i m p o r t a t i o n , use or d i spos ing o f parts to fit B M W veh ic les 

hav ing the designs p ro tec ted b y the appl icant 's des ign reg is t ra t ion numbers that 

are re fer red to i n prayer 1 o f the no t ice o f m o t i o n , w h i c h inc lude regis t rat ions f o r 

b o t h the E 3 6 and E 4 6 mode ls . 
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B M W A G ' s counsel submi t t ed that G r a n d m a r k m u s t s h o w , o n a balance o f 

p robab i l i t i es , that the p rev ious cou r t order was no t i n t e n t i o n a l l y d isobeyed. T h i s 

submiss ion is no t correct . The cou r t mus t be sat is f ied b e y o n d reasonable doub t 

(the test i n c r i m i n a l p roceed ings) that the o f fence has been c o m m i t t e d . (Fakie v 

CCII Systems (Pty) Ltd {supra) at paras [19 ] and [ 2 0 ] . ) I n Fakie, at para [41 ] i t 

was he ld : 

" F i n a l l y , . . . th is deve lopmen t o f the c o m m o n l a w does no t requ i re the 

app l icant to lead ev idence as to the respondent 's state o f m i n d or m o t i v e : 

Once the app l icant p roves the three requis i tes (o rder , service and n o n ­

comp l i ance ) , unless the respondent p rov ides ev idence ra i s ing a reasonable 

doub t as to whe the r non -comp l i ance was w i l l f u l and mala fide, the 

requis i tes o f con tempt w i l l have been estab l ished. T h e sole change is that 

the respondent no longer bears a lega l b u r d e n to d i sp rove w i l l f u l ness and 

mala fides o n a balance o f p robab i l i t i es , bu t need o n l y lead ev idence that 

establishes a reasonable doub t . " 

G randmark has adduced su f f i c i en t ev idence t o create a reasonable doub t that i t 

de l iberate ly and mala fide d i sobeyed the cour t order . I n the c i rcumstances the 

app l i ca t ion f o r con tempt o f cour t m u s t also f a i l . I n any event , even i f i t were to be 

f o u n d that G r a n d m a r k was i n con temp t o f the 1999 cou r t order , i ts con tempt has 

been pu rged i n v i e w o f the f i n d i n g I make that B M W A G ' s re levant designs f a l l to 

be revoked . 
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I t u r n then to B M W A G ' s a p p l i c a t i o n w i t h regard to the i n f r i n g e m e n t o f i ts des ign 

r igh ts . I n p rayer 4 o f the no t i ce o f m o t i o n B M W A G seeks an in te rd ic t 

spec i f i ca l l y i n respect o f f ou r o f i t s des ign reg is t ra t ions rega rd ing a bonne t f o r an 

au tomob i l e , head l igh t assembly f o r an au tomob i l e , g r i l l and f r on t fender . (These 

a l l relate to the E 4 6 m o d e l and w i l l be re fer red to as the " E 4 6 des ign r i g h t s " ) . 

A n order f o r de l i ve ry up is sought i n respect o f any ar t ic les w h i c h i n f r i n g e the 

E46 des ign regis t ra t ions i n p rayer 7. 

I n prayer 5, B M W A G seeks an i n te rd i c t p r o h i b i t i n g G r a n d m a r k f r o m i n f r i n g i n g 

"any o f the fu r ther and subs is t ing des ign regis t rat ions o f the app l ican t w h i c h are 

i nc l uded i n annexure 'JF16' to the f o u n d i n g a f f i dav i t " . There are no f e w e r than 

one hundred and fifty des ign reg is t ra t ions l is ted i n th is annexure. I w i l l deal first 

w i t h the in te rd ic t sought i n p rayer 5. I t is t r i te l a w that to ob ta in a final in te rd ic t 

an app l icant mus t estab l ish a c lear r i gh t and, as a m i n i m u m , a reasonable 

apprehens ion o f the i n f r i n g e m e n t o f that r igh t . I n m y v i e w B M W A G has no t 

establ ished e i ther o f these requ i rements i n respect o f the designs cove red b y 

prayer 5. I say th is f o r the reasons that f o l l o w . 

B M W A G ' s " r i g h t " is des ign reg is t ra t i on i n i ts name. B M W A G mus t p r o v e , o n a 

balance o f p robab i l i t i es , that i t has that r i gh t i n respect o f each o f the designs 

w h i c h i t seeks to enforce. So as to ove rcome the d i f f i cu l t i e s associated w i t h 

p r o v i n g the existence o f an i nco rpo rea l (part reg is tered) r i gh t , sec t ion 40 o f the 
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Des igns A c t p rov ides that appl icants need o n l y ob ta in a cer t i f i ca te f r o m the 

Regis t rar o f Des igns c o n f i r m i n g the reg is t ra t ion o f the des ign i n order to p r o v e i ts 

r igh t . I n fact , an ext ract f r o m the Regis ter o f Des igns m a y have su f f i ced . T h e 

Des igns A c t p rov ides : 

"40 . (1 ) A cer t i f i ca te p u r p o r t i n g t o be s igned b y the Regist rar , t o the e f fec t 

that any en t ry author ised b y th i s A c t to be made , has o r has no t 

been made o r that any other t h i n g so author ised to be done has or 

has no t been done , shal l be prima facie ev idence o f the mat ters 

spec i f ied i n that cer t i f i ca te . 

(2 ) A copy o r an ext ract p u r p o r t i n g to be a copy o f an en t ry i n the 

register o r o f a documen t kep t at the Des igns o f f i ce or an ext ract 

f r o m the register o r any such documen t , and p u r p o r t i n g to be 

cer t i f i ed b y the Regis t rar and to be sealed w i t h the seal o f the 

Des igns o f f i c e , sha l l be a d m i t t e d i n ev idence i n a l l cour ts w i t h o u t 

fu r ther p r o o f or p r o d u c t i o n o f the o r i g ina l s . " 

B M W A G sought to ove rcome the d i f f i c u l t y i t faced f o r no t h a v i n g ear l ie r f i l e d 

such cer t i f ica tes f r o m the Regis t rar together w i t h i ts f o u n d i n g a f f i dav i t b y seek ing 

to app ly a mere t w o days before the hea r i ng o f the matter , to amend i ts no t i ce o f 

m o t i o n . I re fused that app l i ca t i on and there fo re i n so far as the a p p r o x i m a t e l y one 

hundred and f i f t y designs cove red o n l y b y the in te rd ic t sought i n p rayer 5 are 

concerned there is no ev idence before m e that the l is t o f des ign reg is t ra t ions i n 

annexure " J F 1 6 " to the f o u n d i n g a f f i d a v i t establ ishes that any o f these 
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registrat ions have been entered into the Reg is te r o f Des igns i n the name o f 

B M W A G , or that they r e m a i n there. M y reasons f o r re fus ing that app l i ca t i on 

f o l l o w s . 

The respondents f i l e d an a f f i d a v i t by M s Sara-Jane Puke oppos ing the app l i ca t i on 

fo r amendment . T w o g rounds fo r a m e n d m e n t we re advanced by B M W A G , 

name ly that i t be a l l o w e d to amend the no t i ce o f m o t i o n b y a t tach ing cer ta in 

register sheets to the no t i ce o f m o t i o n , a l te rna t i ve ly , tha t the a f f i dav i t i n suppor t o f 

the amendment app l i ca t i on be admi t t ed as par t o f the record . A n n e x e d to the 

a f f i dav i t were copies o f cer ta in register sheets f r o m the Registrar o f Des igns 

re la t ing to designs w h i c h are sought to be en fo r ced i n te rms o f prayer 5 i n the 

m a i n app l i ca t ion . B M W A G was , i n e f fec t , seek ing leave to in t roduce n e w 

evidence i n the f o r m o f the regis ter sheets. F i r s t l y , i t is incompeten t to seek to 

in t roduce ev idence as an a t tachment to a no t i ce o f m o t i o n . I t w o u l d be i r regu lar . 

Ev idence i n m o t i o n p roceed ings is adduced b y a f f i dav i t . Second ly , i f an 

app l i ca t ion is ou t o f t i m e , condona t i on m u s t f i r s t be sought . Th i s was no t done. 

N o r was there a p roper app l i ca t i on seek ing leave to in t roduce n e w ev idence and 

p r o v i d i n g adequate reasons f o r the appl icant 's f a i l u re t o do so earl ier. Fo r a l l 

these reasons the app l i ca t i on to amend the no t i ce o f m o t i o n was refused. 

There is also no ev idence be fo re m e as t o the scope o f the r ights a l l eged ly 

confer red o n B M W A G b y these des ign reg is t ra t ions . I n m y v i e w , cour ts cannot 

grant in terd ic ts o f inde te rmina te scope, w h i c h is i n e f fec t , w h a t th is cour t is asked 
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to grant i n terms o f p rayer 5. I m p o r t a n t l y , there is no ev idence that any o f the 

designs w h i c h are the subject o f prayer 5 have been i n f r i n g e d . I n the absence o f 

such p r o o f there can be no reasonable apprehens ion tha t these " r i gh t s " ( i f t hey 

ex is t ) m a y be i n f r i n g e d i n the fu tu re . I n any event , an i n te rd i c t o f the breadth 

sought i n prayer 5 is unheard o f and i n m y v i e w , the p rayer , i f g ranted, w o u l d be 

no th i ng short o f an abuse o f B M W A G ' s marke t p o w e r and the cour t process. 

Prayer 5 therefore fa l l s to be d ismissed. 

I t u r n then to the r e l i e f sought i n prayers 4 and 7 w i t h regard to the E 4 6 des ign 

r ights . 

Sect ion 20 (1 ) o f the Des igns A c t describes the fac t o f the reg is t ra t ion o f a des ign 

as f o l l o w s : 

"20 (1 ) The e f fec t o f the reg is t ra t ion o f a des ign sha l l be to grant the 

registered p rop r i e to r i n the Repub l i c , sub jec t to the p rov i s ions o f 

th is A c t , f o r the du ra t i on o f the reg i s t ra t i on the r i gh t to exc lude 

other persons f r o m the m a k i n g , i m p o r t i n g , us i ng o r d i spos ing o f 

any ar t ic le i n c l u d e d i n the class i n w h i c h the des ign is reg is tered 

and e m b o d y i n g the registered des ign or a des ign no t substant ia l ly 

d i f fe ren t f r o m the reg is tered des ign , so that he shal l have and en joy 

the w h o l e p r o f i t and advantage a c c r u i n g by reason o f the 

reg is t ra t ion . " 
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T o ascerta in whether or no t there has been an i n f r i n g e m e n t o f a des ign 

reg is t ra t ion , i t is necessary to es tab l ish whether : 

(1 ) the a l leged act is o f such a nature that i t c o u l d const i tu te an i n f r i n g e m e n t 

o f the des ign reg is t ra t ion o r is excusab le ; 

(2 ) the ar t ic le i n issue is i n c l u d e d i n the class i n w h i c h the des ign is reg is tered; 

(3 ) the a l leged i n f r i ngemen t fa l l s w i t h i n the scope o f the reg is t ra t ions h a v i n g 

regard to the representat ions and de f i n i t i ve statement f i l e d i n suppor t o f 

the app l i ca t ion f o r reg i s t ra t i on ; and 

(4 ) the defendant or respondent has a v a l i d defence. 

[Bunnell 's South African Patent and Design Law ( 3 r d ed). ] 

B M W A G has establ ished that an act has been done as env isaged i n sec t ion 20 (1 ) 

and that the ar t ic le to w h i c h i t has app l ied the des ign is i n c l u d e d i n the class i n 

w h i c h the des ign is reg is tered. T h e nex t step is to in terpre t the representat ions 

and de f i n i t i ve statement filed i n suppor t o f the app l i ca t i on f o r reg is t ra t ion to 

de te rmine whe the r or no t the a l l eged i n f r i n g i n g des ign fa l ls w i t h i n the scope o f 

the des ign reg is t ra t ion . 

The de f i n i t i ve statement is cent ra l to the enqu i r y as i t mus t be used to in terpret the 

scope o f the p ro tec t ion a f f o rded b y the regis tered des ign. W h e t h e r o r no t the 

a l leged i n f r i n g i n g des ign is or is no t an i n f r i ngemen t m u s t be de te rm ined b y the 

eye o f the cour t t h rough the spectacles o f the l i k e l y cus tomer or consumer o f the 

class o f ar t ic le to w h i c h the des ign is app l ied . The test is whe the r the a l leged 
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i n f r i n g i n g des ign has substant ia l ly the same appearance as the reg is tered des ign . 

The t w o designs mus t be v i e w e d side b y side and also separately and u l t i m a t e l y i t 

m a y be a mat ter o f d i f fe rences. 

[33 ] I n te rms o f sec t ion 35 (5 ) o f the Des igns A c t i n any proceedings f o r i n f r i n g e m e n t , 

the defendant m a y coun te r - c l a im fo r the revoca t i on o f the reg is t ra t ion o f the 

des ign and , b y w a y o f defence, r e l y u p o n any g r o u n d o n w h i c h the reg is t ra t ion 

m a y be revoked . 

[34 ] The f i rs t step is to de te rmine the i n f r i n g e m e n t o r v a l i d i t y o f the reg is tered des ign 

by ascer ta in ing the scope o f the des ign r i gh t . 

[35 ] Each o f the E 4 6 designs has a d e f i n i t i v e statement o f the o m n i b u s type . 

B M W A G lays c l a i m to the "shape or c o n f i g u r a t i o n o f a [bonne t /head l igh t 

assemb ly /g r i l l f o r an a u t o m o b i l e / f r o n t fender ] substant ia l ly as s h o w n i n the 

representat ions" at tached to the des ign reg is t ra t ions . I n Clipsal Australia (Pty) 

Ltd & Another v Trust Electrical Wholesalers & Another 2009 3 S A 2 9 2 ( S C A ) at 

para [7 ] H A R M S , DJP exp la ined that : 

" T h i s means that the shape or c o n f i g u r a t i o n as a w h o l e has to be 

cons idered, no t o n l y f o r purposes o f n o v e l t y and o r i g i na l i t y , b u t also i n 

re la t i on to i n f r i ngemen t . 

[8 ] Im po r t a n t aspects t o cons ider w h e n de te rm in ing the scope o f the 

regis tered des ign p r o t e c t i o n f l o w f r o m the d e f i n i t i o n o f an 
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'aesthetic des ign ' , n a m e l y that des ign features have to appeal to and 

be j u d g e d so le ly b y the eye. F i r s t , a l t hough the cour t is the 

u l t ima te arbi ter , i t mus t cons ider h o w the des ign i n ques t ion w i l l 

appeal t o and be j u d g e d v i s u a l l y b y the l i k e l y customer. Second ly , 

th is v i sua l c r i t e r i on is used to de te rm ine whe the r a des ign meets 

the requ i rements o f the A c t and i n d e c i d i n g quest ions o f n o v e l t y 

and i n f r i ngemen t . A n d t h i r d l y , one is concerned w i t h those 

features o f a des ign that ' w i l l o r m a y i n f l uence cho ice o r se lect ion ' 

and because they have some ' i n d i v i d u a l character is t ic ' are 

'ca lcu la ted to attract the a t ten t ion o f the beholder ' . T o th is m a y be 

added the statement by L o r d Pearson tha t there mus t be some th ing 

'specia l , pecu l ia r , d i s t i nc t i ve , s i gn i f i can t or s t r i k ing ' about the 

appearance that catches the eye a n d i n th is sense appeals to the eye 

( footnotes o m i t t e d ) . " 

F r o m the papers i t is no t clear w h a t i t is about any o f the E 4 6 design r igh ts that 

mer i ts the m o n o p o l y r i gh t w h i c h B M W A G seeks t o enforce. I t has n o t l ed any 

ev idence as to w h i c h features o f the " w h o l e " o f the re levant designs appeal t o the 

eye. I t has also fa i l ed to i den t i f y i n w h a t respects the des ign i n issue d i f fe rs f r o m 

the p r i o r art. The degree to w h i c h the des ign d i f f e r s f r o m the p r i o r art de termines 

the scope o f the m o n o p o l y c l a imed . [Clipsal Australia (Pty) Ltd (supra); 

Homecraft Steel Industries (Pty) Ltd v S M Hare & Son (Pty) Ltd & Another 1984 

3 S A 681 ( A ) ; and Schultz v Butt 1986 3 S A 6 6 7 ( A ) . ] On B M W A G ' s ev idence, 
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such as i t is o n th is po in t , I a m unab le to m a k e any f i n d i n g as t o the scope o f the 

m o n o p o l y o f the designs i n issue. 

B M W A G has also no t sought t o d is t ingu ish f u n c t i o n a l features i n i ts designs 

f r o m those w h i c h are aes thet ica l l y p leas ing. Counse l f o r B M W A G accepts that 

there are at least some f u n c t i o n a l features i n c l u d e d i n each o f the E 4 6 designs. 

M r M i c h a u , f o r B M W A G , says that the shapes and con f i gu ra t i ons o f the B M W 

parts pro tec ted are o n l y p a r t i a l l y (and no t so le l y ) necessi tated b y the f u n c t i o n 

w h i c h they p e r f o r m . H o w e v e r n o exp lana t ion is p r o v i d e d as to w h i c h features i n 

each o f B M W A G ' s designs are f u n c t i o n a l and w h i c h are aesthet ic. 

I n m y v i e w , B M W A G , w h i c h bears the onus o f es tab l i sh ing the scope o f i ts 

m o n o p o l y at least i n so far as i n f r i n g e m e n t o f des ign is concerned has fa i l ed to 

discharge that onus. 

B M W A G ' s fa i lu re to i d e n t i f y a n y nove l aesthetic features o f i ts des ign is i n m y 

v i e w fa ta l to i ts cause o f ac t ion f o r des ign i n f r i ngemen t . T h e re levant par ts o f an 

E46 B M W can o n l y l o o k one w a y i f they are to p e r f o r m the i r f u n c t i o n as 

rep lacement parts f o r a B M W E 4 6 veh ic le . B M W A G has no t i n the f o u n d i n g 

papers i n th is app l i ca t i on , a n y w h e r e stated w h a t i t is that are the aesthet ic features 

o f the E46 des ign r igh ts . F r o m the quoted cases i t is c lear t han an aesthetic des ign 

is one h a v i n g features w h i c h appea l to and are j u d g e d so le ly b y the eye. I n the 

papers before m e , B M W A G has not i d e n t i f i e d any features i n any o f the E 4 6 
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des ign r igh ts w h i c h appeal to the eye. T h e re levant parts are spare par ts w h i c h , 

cons idered separately f r o m the car as they mus t be, have i n m y v i e w n o features 

that w i l l o r m a y in f l uence the cho ice or se lect ion or have some i n d i v i d u a l 

character ist ics w h i c h are ca lcu la ted to at t ract the a t ten t ion o f the beho lder . 

[40 ] M r Chr is Joy, w h o f i l e d a suppor t i ng a f f i dav i t o n b e h a l f o f B M W A G , is the 

manager : N e w Business A f t e r Sales, L i f e s t y l e and Accessor ies , o f B M W S A 

accord ing to h is a f f i dav i t . H e says that the parts i n ques t ion are i n f r i ngemen ts 

because they embod ied the des ign i n ques t ion . N o reasons fo r th is o p i n i o n are 

p rov i ded . I n the resul t , that ev idence is i nadmiss ib le or at best o f no va lue . 

[41 ] One f i na l p o i n t i n th is regard . B M W A G argues that because i t f o u n d reference i n 

s tock documen ta t i on o f G r a n d m a r k to bonnets , headl ights and g r i l l s " to f i t E 4 6 

B M W cars" these mus t have i n f r i n g e d the registered des ign i n re la t i on to those 

parts. There is no v i sua l ev idence o f i n f r i ngemen t . W i t h o u t that the cour t , as the 

u l t ima te arbi ter , cannot m a k e any f i n d i n g that the des ign and the a l leged ly 

i n f r i n g i n g art ic les " compa red side b y side and apar t " we re the same. 

Fu r the rmore , the scope o f m o n o p o l y c l a i m e d i n terms o f the re levant des ign has 

no t been de f i ned , as I said ear l ier. 

[42] B M W A G also al leges i n f r i n g e m e n t o f a 1998/0056 " f r o n t fender " des ign 

reg is t ra t ion . Here too , there is n o ev idence i n the f o u n d i n g a f f i dav i t re la t i ng to 

the a l leged i n f r i ngemen t and the cause o f ac t ion i n re la t i on to th is des ign 
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reg is t ra t ion fa l ls to be d ismissed. T o sum u p : p rayers 4 , 5 and 7 o f the no t i ce o f 

m o t i o n f a l l to be d ismissed. 

[43 ] I t u r n then to the coun te r -app l i ca t ion fo r r e v o k i n g the E 4 6 des ign reg is t ra t ions. 

[44 ] Sect ion 31 (1 ) (c ) o f the Des igns A c t p rov ides as f o l l o w s : 

"31 (1 ) A n y person m a y at any t i m e a p p l y to the cour t i n the p resc r ibed 

manner fo r the r evoca t i on o f the reg is t ra t ion o f a des ign o n the 

f o l l o w i n g g rounds , n a m e l y -

(a) 

(b ) 

(c ) that a des ign i n ques t i on is no t registrable under sec t ion 

14; " 

[45 ] A "des ign " is de f ined i n sect ion 1(1) o f the Des igns A c t as "an aesthetic des ign o r 

a f unc t i ona l des ign" . 

[46 ] A n "aesthet ic des ign" is de f i ned i n sect ion 1(1) o f the Des igns A c t to m e a n : 

" A n y des ign app l ied to any ar t ic le , w h e t h e r f o r the pat tern o r the shape o r 

the con f i gu ra t i on or the o r n a m e n t a t i o n thereof , o r f o r any t w o or m o r e o f 

those purposes, and b y wha teve r means i t is app l ied , h a v i n g features 

w h i c h appeal to and are j u d g e d so le ly b y the eye, i r respect ive o f the 

aesthetic qua l i t y thereof . " 
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[47] A " f unc t i ona l des ign" is i n t u r n de f i ned i n the same sec t ion o f the A c t as: 

" A n y des ign app l i ed to any ar t ic le , whe the r f o r the pat te rn or the shape o r 

the con f i gu ra t i on thereof , o r fo r any t w o or m o r e o f those purposes, and b y 

whatever means i t is app l i ed , hav ing features w h i c h are necessi tated b y the 

f u n c t i o n w h i c h the ar t ic le to w h i c h the des ign is app l i ed , is to p e r f o r m , and 

inc ludes an in tegra ted c i r cu i t t y p o g r a p h y , a m a s k w o r k and a series o f 

mask w o r k s . " 

[48] I n terms o f sect ion 7 (5 ) the Regis ter o f Des igns consists o f a par t A , c o n t a i n i n g 

aesthetic designs and a par t F, con ta in ing f u n c t i o n a l designs. Sec t ion 14(1) o f the 

A c t p rov ides that : 

"14 (1 ) The p ropr ie to r o f a des ign w h i c h -

(a) i n the case o f aesthetic des ign , i s -

( i ) n e w ; and 

( i i ) o r i g i n a l , 

(b ) i n the case o f a f unc t i ona l des ign , is -

( i ) n e w ; and 

( i i ) no t c o m m o n p lace i n the art i n ques t ion , 

m a y , i n the prescr ibed manner and o n paymen t o f the p resc r ibed 

fee app l y f o r the reg is t ra t ion o f such des ign . " 

[49] Sect ion 14(5) o f the A c t p rov ides that : 
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"14 (5 ) N o -

(a) feature o f an ar t ic le i n so fa r as i t is necessi tated so le ly b y 

the f u n c t i o n w h i c h the ar t i c le is i n tended to p e r f o r m ; o r 

(b ) m e t h o d or p r i nc i p l e o f cons t ruc t i on , 

shal l a f f o rd the reg is tered p rop r ie to r o f an aesthetic des ign any 

r igh ts i n te rms o f th i s A c t i n respect o f such feature, m e t h o d o r 

p r i nc ip le . " 

Sec t ion 14(6) o f the A c t p rov ides that : 

"14 (6 ) I n the case o f an ar t i c le w h i c h is i n the nature o f a spare part f o r a 

mach ine , veh ic le o r equ ipment , no feature or pat tern , shape or 

con f i gu ra t i on o f such ar t ic le sha l l a f f o r d the regis tered p ropr ie to r 

o f a f unc t i ona l des ign app l ied to anyone o f the ar t ic les i n ques t ion , 

any r igh ts i n respect o f th is A c t i n respect o f such feature. " 

F i na l l y , i n terms o f sect ion 15 o f the Des igns A c t w h i c h relates to the reg is t ra t ion 

o f the des ign , the Regis t rar shal l examine the a p p l i c a t i o n f o r reg is t ra t ion and , i f i t 

comp l ies w i t h the requ i rements o f th is A c t , reg is ter the des ign i n par t A o f the 

register i f i t is an aesthetic des ign or i n par t F o f the regis ter i f i t is a f u n c t i o n a l 

des ign. 

H a v i n g sketched the re levant l ega l f r a m e w o r k I t u r n t hen to the facts o f the 

coun te r -app l i ca t ion before me . 
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I t is c o m m o n cause that there are t w o separate attacks o n the v a l i d i t y o f the E 4 6 

des ign reg is t ra t ions. F i r s t l y , the designs are at tacked because they are n o t 

aesthetic designs. The " features" o f the designs are necessitated so le ly b y the i r 

f u n c t i o n and they lack any semblance o f aesthet ic appeal . Second ly , the designs 

are at tacked o n the basis that they l ack n o v e l t y or o r i g i na l i t y . M r M a r r i o t 

submi t ted that the attacks are l i n k e d i n the sense that a des ign reg is tered as an 

aesthetic des ign w h i c h lacks any semblance o f aesthetic appeal and the features o f 

w h i c h are d ic ta ted en t i re ly b y the f u n c t i o n o f the ar t ic le i n quest ion canno t be 

n o v e l or o r i g i na l . 

Sec t ion 14(1) p rov ides that a des ign m a y o n l y be regis tered as such i f i t is an 

aesthetic des ign or a f u n c t i o n a l des ign w i t h i n the mean ing o f the A c t . 

Fu r the rmore , sect ion 14(5) p rov i des that i f an aesthetic des ign inc ludes f u n c t i o n a l 

features, those features mus t be i gno red i n de te rm in ing its scope. Sec t ion 31 (1 ) 

p rov ides that a des ign w h i c h shou ld no t have been regis tered under sec t ion 14 

m a y be revoked . I n Klep Valves (Pty) Ltd v Saunders Valve Co Ltd 1987 2 S A 1 

( A ) at 2 8 D (a lbe i t w i t h reference t o the 1916 Des igns A c t ) i t was he ld : 

" . . . One has to see w h e t h e r that w h i c h i t is desi red to register is some th i ng 

w h i c h can be t reated as a des ign appea l ing to the eye, or whe the r the shape 

is obv i ous l y n o t h i n g m o r e than par t and parce l o f the f u n c t i o n w i t h o u t any 

appeal to the eye as a des ign , i n w h i c h case there shou ld be no 

reg is t ra t ion . " 
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The cr isp issue i n the f i r s t at tack on the v a l i d i t y o f the designs there fo re is 

whether or no t the E 4 6 designs have any "aesthet ic features" w h i c h are no t 

f unc t i ona l features and w h i c h mus t therefore be i g n o r e d i n te rms o f sect ion 14(5) . 

F i r s t l y , one mus t exc lude f r o m the scope o f the des ign any " f unc t i ona l fea tu re" o f 

i t . Second ly , one mus t de termine i f whe ther w h a t is le f t inc ludes features w h i c h 

"appeal to and are j u d g e d sole ly b y the eye, i r respec t i ve o f the aesthetic q u a l i t y 

t h e r e o f . 

B M W A G says that the overa l l des ign o f the E 4 6 B M W mo to r car is a t t rac t ive 

and appea l ing to the eye. I t says that i n the c o m p e t i t i v e l u x u r y car ma rke t outer 

body car des ign is an essential and impo r tan t aspect o f the ab i l i t y to ma rke t and 

sel l the veh ic les and achieve sales w h i c h w i l l a f f o r d a reasonable re tu rn o n the 

enormous inves tmen t i n v o l v e d i n the d e v e l o p m e n t and des ign o f each m o d e l . 

I n th is regard , says B M W A G , the aesthetic o r eye appeal o f the car b o d y des ign 

is centra l to the process o f deve lopmen t and des ign o f m o t o r veh ic les and p lays a 

ma jo r ro le . B M W A G says fu r the r that the E 4 6 designs fo r the c o m p o n e n t parts 

o f the E 4 6 veh ic le s i m p l y f o r m par t o f the o v e r a l l des ign and shape o f the veh i c l e . 

I t submi ts that the parts do no t lose the i r aesthet ic character or eye appeal based 

o n the fact that they const i tu te parts o f the v e h i c l e . Grandmark 's response is that 

i t is not a t tack ing the ove ra l l des ign o f the veh i c l e n o r is i t a t tack ing the reg is tered 

des ign i n respect o f the overa l l des ign o f the v e h i c l e . I t also accepts that there is 

m u c h research and deve lopmen t that goes i n to des ign ing a n e w car. H o w e v e r , 
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says Grandmark , the case is no t about the des ign o f an ent i re n e w veh ic le . I t is 

about rep lacement parts f o r the veh ic le . T h i s , t o m y m i n d , is the nub o f the 

dispute here. The head l igh t , g r i l l , bonnet and fender n o doub t cont r ibu te to or 

at ta in the aesthetic character is t ics a t t r ibutab le to and requ i r ed o f t h e m as par t o f 

the overa l l des ign o f the E 4 6 m o t o r car. The ques t i on is whe the r those aesthet ic 

character ist ics are re ta ined as such w h e n j u d g e d as i n d i v i d u a l b o d y parts. 

B M W A G submi ts that they do . A s I unders tand B M W A G ' s a rgument b o d y 

parts o f B M W vehic les have aesthetic and f u n c t i o n a l features. A n d , whe re a 

des ign conta ins b o t h aesthetic and pu re ly f u n c t i o n a l features, i t m a y be reg is tered 

as an aesthetic des ign and o n l y the aesthetic features t h e r e o f w i l l be pro tec ted b y 

the reg is t ra t ion as an aesthetic des ign . I t concedes that i n te rms o f sect ion 14(6) 

o f the A c t spare parts cannot be regis tered as f u n c t i o n a l designs. H o w e v e r , i ts 

parts f o r the B M W veh ic les , a l t hough con ta in i ng f u n c t i o n a l aspects, are p r i m a r i l y 

aesthetic designs. Respondents submi t that the spare parts mus t be l o o k e d at i n 

i so la t ion and no t as par t o f the ove ra l l des ign o f the car. I agree. 

B M W A G made clear i n i ts f o u n d i n g a f f i dav i t that each o f the features o f the E 4 6 

designs have to l o o k the w a y t h e y do (and i n fac t no o ther w a y ) i f t hey are to 

p e r f o r m the f u n c t i o n w h i c h they d o . The deponent to the f o u n d i n g a f f i dav i t says: 

" I respec t fu l l y subm i t tha t i t is an inescapable in ference that the parts 

l is ted i n paragraph 5.6 above , w h i c h we re i m p o r t e d and so ld i n the past b y 

Grandmark , we re also made w i t h o u t the au tho r i t y or l icence o f B M W . 

T h e y mus t of necessity have e m b o d i e d des igns substant ia l ly the same as 
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those covered b y B M W ' s aforesaid E 3 6 and E 4 6 des igns. H a d they no t , 

they would not have been fit for purpose and w o u l d no t have f i t t e d and 

matched the car E 3 6 and E 4 6 car bod ies . " (Emphas i s added.) 

A l t h o u g h th is statement is made i n re la t ion to Grandmark ' s par ts , i n m y v i e w i t 

equa l l y appl ies to B M W ' s parts and the registered designs f o r t h e m . I n m y v i e w , 

(a l t hough counsel f o r B M W A G disputed th is i n te rp re ta t i on ) i t is a clear 

admiss ion b y B M W A G that the features o f the ar t ic les p ro tec ted b y E 4 6 designs 

are necessi tated b y the f u n c t i o n w h i c h that ar t ic le is i n tended t o p e r f o r m . T h e use 

o f the w o r d "necessi ty" corre lates d i rec t l y w i t h the use o f the w o r d "necess i ta ted" 

i n sect ion 14(5)(a) o f the A c t . T h e art ic les c lear ly have to l o o k the w a y they do i f 

they are to p e r f o r m the i r f u n c t i o n as a spare par t f o r an E 4 6 B M W veh ic le . 

M r H o i n h is r e p l y i n g a f f i dav i t i n t he coun te r -c la im says: 

" I made i t clear i n m y p rev ious a f f i dav i t that the o v e r r i d i n g cons idera t ion 

i n m a k i n g the i n d i v i d u a l parts ( the g r i l l , fender , the bonnet and the 

head l igh ts) is that t hey have to p e r f o r m the f u n c t i o n o f a rep lacement par t 

fo r a B M W E 4 6 veh ic le . B M W has no t a n y w h e r e answered th is at tack." 

M r H o fu r ther says: 

"Fu r the rmore , w h i l e m i n o r var ia t ions i n d i m e n s i o n m a y be acceptable 

f r o m one m o d e l o f v e h i c l e to the nex t , the o v e r r i d i n g cons iderat ions o f 

shape and c o n f i g u r a t i o n i n m a k i n g a g r i l l , a bonne t , a head l igh t and a f ron t 
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fender are d ic ta ted b y the shape and c o n f i g u r a t i o n o f the veh i c l e i t s e l f 

These parts cannot l o o k any other w a y i f they are to p e r f o r m the i r 

f u n c t i o n . The i r shape and c o n f i g u r a t i o n is therefore necessi tated b y the 

f u n c t i o n w h i c h these parts are to p e r f o r m . There is no th i ng le f t t o p ro tec t 

once the func t i ona l features have been r e m o v e d . " 

I n Dyson Ltd & Qualtex (UK) Ltd 2 0 0 6 E W C A C I V 166 (Cour t o f A p p e a l ( C i v i l 

D i v i s i o n ) ) at para [60 ] quo ted w i t h app rova l the statement b y Ju l ian Jef fs Q C , 

s i t t ing as the registered designs appeal t r i b u n a l i n Fords Design APPN [ 1993 ] 

R P C 399 where he said that : 

"The designer o f the door d i d no t i n tend i t to f o r m an in tegra l par t o f a 

veh ic le w i t h the door m i s s i n g . F r o m i ts f i r s t concep t ion , the doo r was 

in tended to f o r m an in teg ra l part o f a comp le te veh ic le . " 

The part ies i n the Qualtex case agreed that that was the correct approach . T h e 

cour t then w e n t o n to say at para [ 6 1 ] : 

"So at least th is m u c h w a s c o m m o n g r o u n d : that one mus t ask whe the r 

there is a feature o f shape o f the par t w h i c h is dependent o n the 

appearance o f the w h o l e m a c h i n e . " 

M r M a r r i o t submi t ted that a c c o r d i n g l y a par t o f a veh ic le has no independent 

existence. I ts o n l y f u n c t i o n is t o f o r m an in tegra l par t o f a comp le te veh i c le . 

Bea r i ng i n m i n d the p rov i s ions o f sect ion 14(5) and (6) (supra) I conc lude that the 
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[61] B u t there is another issue that m u s t be cons ide red and that is the ques t ion o f l ack 

o f nove l t y . 

[62 ] G randmark al leges that the regis tered des igns o f B M W A G i n respect o f the 

bonnet , g r i l l , head l igh ts and fender lack n o v e l t y b y v i r t ue o f p r i o r designs created 

and regis tered f o r B M W A G ' s ear l ier mode l s . 

[63 ] Sect ion 14(2) o f the A c t def ines " n e w " as f o l l o w s : 

"14 (2 ) A des ign sha l l be deemed to be n e w i f i t is d i f fe ren t f r o m or does 

no t f o r m par t o f the state o f the art i m m e d i a t e l y be fo re the date o f 

app l i ca t i on f o r reg is t ra t ion t h e r e o f o r the release t he reo f w h i c h e v e r 

is ear l ier . . . " 

head l ight , g r i l l , bonnet and fender o f the B M W E 4 6 are f unc t i ona l i n nature. 

I n th is regard one shou ld also bear i n m i n d tha t i m p l i c i t i n the exc lus ion o f sec t ion 

14(6) is a recogn i t i on b y the leg is la ture tha t spare parts are b y t he i r nature 

func t iona l because they o n l y have one purpose i n l i f e . The a t tempt b y B M W A G 

to bypass that p r o v i s i o n b y reg is ter ing the par ts as aesthetic designs f a l l to be 

revoked . Put another w a y , a rep lacement par t f o r an E 4 6 B M W serves o n l y one 

f unc t i on and that is to replace a par t o n an E 4 6 B M W . I t has to l o o k the same, i t 

has to f i t the same and i t cannot l o o k any o ther w a y , as B M W i t se l f concedes, to 

serve its purpose. 
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B M W A G submi ts that the ove ra l l designs o f the E 4 6 veh ic les are d i f fe ren t f r o m 

the overa l l designs or the designs o f the ex terna l b o d y par ts o f p r i o r mode ls o f the 

B M W range, i n c l u d i n g the E 3 6 and E39 m o d e l s . T h a t is w h y , says B M W A G , 

the mode ls l o o k d i f fe ren t and have d i f fe ren t shapes. I t says fu r ther that as far as 

the requi rements o f nove l t y and o r i g i n a l i t y are conce rned , i t is exp la ined i n the 

r e p l y i n g a f f i dav i t that the deve lopmen t and des ign o f each n e w m o d e l B M W car 

is a lengthy and in tens ive process las t ing m a n y years. I t says that i f one compares 

the E36 , E39 and E46 B M W cars, there are s i gn i f i can t d i f fe rences be tween the 

mode ls despite the fact that they a l l incorporate ce r ta in themat i c s imi la r i t ies (such 

as the double k i d n e y rad ia tor g r i l l designs) w h i c h are i nco rpo ra ted fo r the purpose 

o f e v o k i n g the B M W brand and image . Each ex te rna l b o d y par t w h i c h makes u p 

a sect ion o f the overa l l des ign o f the veh ic le is u n i q u e and d i f fe ren t ia ted f r o m i ts 

predecessors. There fo re , says B M W A G , the des ign o f each fender, bonnet , g r i l l 

and head l ight mus t be d i f fe ren t to the p rev ious des ign . I f that was no t the case, 

the parts f o r a l l o f the E-mode ls w o u l d be in te rchangeab le . H o w e v e r , i t says, t h i s 

is no t the case because o f aesthetic and f u n c t i o n a l d i f fe rences be tween the mode l s . 

I t says there are spec i f ic and impo r tan t d i f fe rences b e t w e e n the designs o f the 

respect ive parts o f the d i f fe ren t mode l s re fe r red to b y the respondents. These are 

h i gh l i gh ted i n the a f f i dav i t b y Stefanie B r i g i t t a Jenauth o f B M W A G and, h a v i n g 

regard, to such d i f fe rences, i t canno t be said tha t the des igns sought to be r e v o k e d 

are no t nove l . I w i l l rever t to the ev idence o f M s Jenauth present ly . 

Sect ion 14(2) {supra) refers to " the state o f the a r t " . Sec t ion 14(3) p rov ides : 
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" T h e state o f the ar t sha l l compr i se -

(a) a l l mat ter w h i c h has been made ava i lab le to the p u b l i c (whe ther i n 

the Repub l i c o r e lsewhere) b y w r i t t e n desc r i p t i on , b y use or i n any 

other w a y ; and 

(b) a l l mat ter con ta ined i n an app l i ca t ion -

( i ) f o r the reg is t ra t ion o f a des ign i n the R e p u b l i c ; o r 

( i i ) i n a c o n v e n t i o n coun t ry f o r the reg is t ra t i on o f a des ign 

w h i c h has subsequent ly been reg is tered i n the R e p u b l i c i n 

accordance w i t h the p rov is ions o f sec t ion 4 4 , o f w h i c h the 

date o f app l i ca t i on i n the Repub l i c o r c o n v e n t i o n coun t r y , 

as the case m a y be, is ear l ier t han the date o f app l i ca t i on or 

the release date con templa ted i n subsect ion ( 2 ) . " 

I n Clipsal (supra) i t was h e l d , at para [ 1 3 ] , that i t is n o t pe rm iss ib le f o r purposes 

o f de te rm in ing whether or n o t a registered des ign is n e w to mosa ic together 

var ious features f o u n d i n p r i o r art ar t ic les. E v e r y feature o f the regis tered des ign 

mus t be f o u n d i n one p r i o r art a r t i c le or document . T h e cour t , howeve r , added the 

f o l l o w i n g p rov i so at para [ 1 4 ] : 

" T h i s does no t m e a n tha t absolute i den t i t y has t o be s h o w n ; o n l y 

substant ia l i den t i t y is requ i red . Imma te r i a l add i t i ons or omiss ions are to 

be d isregarded, so, t oo , f u n c t i o n a l add i t ions or omiss ions . Tha t is w h y i t is 

usua l l y said that an o r d i n a r y t rade var ian t is n o t su f f i c ien t to impa r t 

nove l t y . T h i s p r i n c i p l e is w e l l i l lus t ra ted b y the facts i n Schults v Butt. 
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The des ign i n issue re lated t o a boat and d i f f e red f r o m a p rev ious des ign 

b y the add i t i on o f w h a t was assumed to be a n o v e l and o r i g i n a l w i n d o w 

structure. Th i s add i t i on d i d not m a k e the c l a i m e d des ign new . B a s i c a l l y 

i ts f u n c t i o n was to pro tec t the occupants against spray and w i n d and since 

i t was an o rd ina ry t rade var ian t and since the des ign as a w h o l e was no t 

substantially novel, the des ign was h e l d to be i n v a l i d . " (Emphas is added. 

Footnotes omi t ted . ) 

I n Schultz v Butt i t was fu r ther h e l d at p 6 8 6 H - I : 

"The w i n d o w structure o f a sea-go ing sk i -boat is the equ iva len t o f the 

w h e e l house o f a larger boa t - i ts f u n c t i o n is to p r o v i d e some p ro tec t i on to 

the occupants against w i n d and spray. Bas i ca l l y i ts des ign is de te rm ined 

b y that f u n c t i o n , and var ian ts are mat ters o f taste or cho ice i n the t rade. " 

I t f o l l o w s that the quest ion o f the n o v e l t y o f a des ign turns o n the ques t i on o f 

whe ther or no t a par t icu lar p r i o r ar t a r t i c l e /pub l i ca t i on ant ic ipates the reg is tered 

des ign ie that a s ingle documen t inc ludes a l l o f the features o f the des ign , save fo r 

those features w h i c h are i m m a t e r i a l or f u n c t i o n a l o r o rd ina ry t rade var ian ts . A s I 

said ear l ier (para [ 3 5 ] ) , a cour t m u s t i d e n t i f y features o f the reg is tered des ign 

w h i c h " w i l l o r m a y in f l uence cho ice o r se lec t ion" or have some " i n d i v i d u a l 

character is t ic " , or features w h i c h are "ca lcu la ted to attract the a t ten t ion o f the 

beho lder " or w h i c h have some th ing "spec ia l , pecu l ia r , d i s t i nc t i ve , s ign i f i can t or 

s t r i k i n g " about the appearance tha t catches the eye and i n th is sense appeals to the 
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eye" and then de te rmine whe the r these features are present i n one a l l eged ly 

an t ic ipa tory p r i o r art documen t . I n th is mat te r be fo re m e the evidence o f M r H o 

that there are no such features i n the reg is te red designs o f B M W A G stands 

uncont rad ic ted. H e at tached copies o f B M W A G ' s p r i o r art reg is t ra t ions i n 

respect o f the E 4 6 designs. T h e ev idence shows tha t i n respect o f each o f the E 4 6 

designs, there is at least one p r i o r des ign reg is t ra t i on b y B M W A G w h i c h 

ant ic ipates that des ign i n that the general shape and con f i gu ra t i on o f the ear l ie r 

des ign is substant ia l ly i den t i ca l to that o f the E 4 6 par t i n quest ion . B M W A G has 

fa i l ed to adduce any ev idence about w h i c h features o f each o f the E46 des igns 

shou ld be cons idered n o v e l . I t has fa i l ed t o s h o w w h a t i t be l ieves are the aesthet ic 

features o f i ts designs w h i c h d i f f e r f r o m the p r i o r art and w h i c h have been 

inc luded i n the a l leged ly i n f r i n g i n g des ign . T h e E 4 6 designs thus lack n o v e l t y 

and o r ig ina l i t y f o r th is reason. 

A s I said ear l ier , the fac t that the w h o l e o f the b o d y o f a veh ic le looks d i f f e ren t 

f r o m another does no t mean that par t i cu la r par ts m a k i n g up that veh ic le are n o v e l . 

The g r i l l is a g o o d example o f t h i s . B M W ' s " k i d n e y shaped" g r i l l is a t rade m a r k 

o f i ts vehic les. A g r i l l o f substant ia l ly " k i d n e y shape" has been inc luded i n B M W 

vehic les f o r decades before the E 4 6 g r i l l des ign was f i l e d . Tha t f i l i n g o f the 

des ign reg is t ra t ion d i d no t m a k e the gr i l l ' s des ign n o v e l or o r i g i na l at the t i m e o f 

reg is t ra t ion. 
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I t u r n then to M s Jenauth's ev idence . She purpor ts t o g i v e ev idence to the ef fec t 

that there are w h a t appear to be v e r y m i n o r d i f fe rences b e t w e e n the p r i o r art re l i ed 

u p o n b y G r a n d m a r k and the E 4 6 design reg is t ra t ions . Tha t is no t re levant . 

A cour t mus t have regard o n l y t o the general shape and c o n f i g u r a t i o n o f the 

w h o l e . B u t , I have a fu r ther d i f f i c u l t y w i t h M s Jenauth's ev idence. She says she 

ho lds several qua l i f i ca t ions . She is a cer t i f i ed t rans la tor f o r the E n g l i s h language, 

special f ie lds : l a w and natura l sciences: she is a s w o r n t rans la tor and has a Mas te r 

o f A r t s i n A m e r i c a n cu l tu ra l s tudies, A m e r i c a n l i t e ra ry studies and p r i va te l aw . 

She says she j o i n e d B M W A G o n 1 A p r i l 2004 as adm in i s t r a t i ve c le rk and rose to 

her cur rent pos i t i on as des ign p ro tec t i on specia l is t s ince 1 February 2006 . She 

says i n her present pos i t i on she is responsib le f o r m a n a g i n g the process o f 

reg is te r ing the designs o f B M W cars and cer ta in o f t he i r par ts i n va r ious count r ies 

i n c l u d i n g South A f r i c a . H e r ev idence then , is g i v e n b y someone w i t h no re levant 

expert ise i n the f i e l d and is acco rd i ng l y i nadmiss ib le . 

I shou ld nevertheless m e n t i o n tha t M s Jenauth's compar i sons are i n any event no t 

correct . I t is t r i te l a w that the compa r i son one m u s t ca r ry ou t is be tween the p r i o r 

art des ign and the des ign i n issue ( ie the re levan t E 4 6 des ign i n th is case). 

M s Jenauth compared the actua l B M W b o d y par t w i t h the p r i o r art b o d y par t . 

T h i s too makes her ev idence i r re levan t and i nadm iss ib l e . (See Homecraft (supra) 

a t p 6 9 4 C - D . ) 
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(1 ) N o 1979/06501 f o r the t rade m a r k ' B M W " ; 

(2 ) N o 1998/17028 f o r the t rade m a r k " B M " ; 

(3 ) N o 2001 /20101 f o r the t rade m a r k " E 3 6 " ; 

(4 ) N o 2001 /20102 f o r the t rade m a r k " E 4 6 " ; and 

(5) N o 1984/01626 f o r the t rade m a r k "3 S E R I E S 

A l l these trade marks are reg is te red i n te rms o f the T rade M a r k s A c t i n class 12 

fo r inter alia veh ic les and veh i c l e parts and accessories. 

[73 ] B M W A G rel ies o n l y o n the p r o v i s i o n s o f sect ion 34(1 ) (a) o f the T rade M a r k s 

A c t i n seek ing the r e l i e f w h i c h i t does i n prayer 6 o f the no t i ce o f m o t i o n . The 

sect ion reads as f o l l o w s : 

[70 ] I therefore h o l d that the uncontes ted ev idence be fore m e is that none o f the E 4 6 

des ign r igh ts i n issue are n o v e l . T h e y are each ant ic ipa ted b y ear l ie r B M W des ign 

reg is t ra t ions. The des ign reg is t ra t ions f a l l to be r e v o k e d o n the g r o u n d o f l ack o f 

nove l t y as w e l l . Fo r a l l these reasons the r e l i e f sought i n the coun te r -app l i ca t i on 

shou ld succeed and the i n f r i n g e m e n t app l i ca t i on b y B M W A G fa l l s to be 

d ismissed, w i t h costs. 

[71 ] I t u r n then to the issue re la t ing to t rade m a r k i n f r i ngemen t . 

[72 ] B M W A G is the p ropr ie to r o f t he f o l l o w i n g reg is tered t rade m a r k s i n Sou th 

A f r i c a w h i c h are re levant to th is app l i ca t i on : 



38 

" ( 1 ) T h e r igh ts acqu i red by reg is t ra t i on o f a trade m a r k sha l l be 

i n f r i n g e d b y -

(a) the unauthor ised use i n the course o f trade i n r e l a t i o n to 

goods or services i n respect o f w h i c h the t rade m a r k is 

reg is tered, o f an i den t i ca l m a r k or o f a m a r k so near l y 

resemb l i ng i t as to be l i k e l y to deceive or cause c o n f u s i o n . " 

Since i t re l ies o n l y o n the use o f an iden t i ca l m a r k i t mus t therefore es tab l i sh the 

unauthor ised use as a t rade m a r k , i n the course o f t rade, o f a m a r k w h i c h is 

iden t i ca l to the re levant B M W trade m a r k and i n re la t i on to goods or serv ices i n 

respect o f w h i c h the B M W trade m a r k is reg is tered. (See Commercial Auto Glass 

(Pty) Ltd v BMW AG 2007 6 S A 637 ( S C A ) [ 3 ] . ) 

There is no d ispute o r i t is c o m m o n cause that Grandmark ' s use o f the re levan t 

B M W trade marks are unau thor i sed . H o w e v e r , G r a n d m a r k disputes tha t i t has 

used these trade marks i n the course o f t rade and i n cer ta in instances, i t d isputes 

whe ther an iden t i ca l m a r k has been used. 

I n so far as use as a t rade m a r k is concerned the Supreme Cour t o f A p p e a l has 

he ld that sect ion 3 4 ( l ) ( a ) : 

" w h i c h deals w i t h p r i m a r y i n f r i n g e m e n t and g ives i n a sense abso lu te 

p ro tec t i on , can, there fo re , no t be in te rpre ted to g i ve greater p r o t e c t i o n t han 

that w h i c h is necessary f o r a t ta in ing the purpose o f a t rade m a r k 

reg is t ra t ion , n a m e l y p ro tec t i ng the m a r k as a badge o f o r i g i n . " 
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The learned j u d g e then also w e n t o n to quote at para [ 6 ] w i t h approva l f r o m the 

E n g l i s h case o f R v Johnstone [ 2 0 0 3 ] U K H L 28 w h e r e i t was h e l d : 

" B u t the essence o f a t rade m a r k has a l w a y s been that i t is a badge o f 

o r i g i n . I t indicates t rade source: a c o n n e c t i o n i n the course o f t rade 

be tween the goods and the p ropr ie to r o r the m a r k . Tha t is i ts f u n c t i o n . 

A n d the exc lus ive r i g h t granted to the p rop r i e to r o f a regis tered t rade m a r k 

are l i m i t e d to use o f a m a r k l i k e l y t o be t a k e n as an i nd i ca t i on o f t rade 

o r i g i n . Use o f th is character is an essent ia l p rerequ is i te to i n f r i n g e m e n t . 

Use o f a m a r k i n a manner no t i n d i c a t i v e o f t rade o r i g i n o f goods or 

services does no t encroach u p o n the p ropr ie to r ' s m o n o p o l y r igh ts . " 

[76 ] I t is n o w w e l l establ ished that a person m a y use a t rade m a r k o therwise t h a n as a 

badge o f o r i g i n and that the use o f a m a r k i n a descr ip t i ve manner does no t 

amoun t to i n f r i ngemen t . (See Century City Apartments Property Services CC and 

two others v Century City Property Owners Association 2 0 1 0 3 S A 1 ( S C A ) [ 1 0 ] . ) 

(Verimark (Pty) Ltd v BMW AG: BMW AG v Verimark (Pty) Ltd 2007 6 S A 263 

( S C A ) at 2 6 8 A - B para [5 ] . ) I t is stated fu r ther i n the same paragraph b y H A R M S , 

A D P (as he then was) that : 

"There can o n l y be p r i m a r y t rade m a r k i n f r i n g e m e n t i f i t is establ ished that 

consumers are l i k e l y to in terpre t the m a r k , as it is used by the third party 

as des ignat ing or t end ing to designate the u n d e r t a k i n g f r o m w h i c h the 

t h i r d party 's goods o r ig ina te . " (Emphas is i n the o r i g i n a l ) . 
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[77 ] I n add i t i on to con tend ing that B M W A G has no t p r o v e d t rade m a r k i n f r i n g e m e n t , 

G randmark rel ies o n the p rov i s ions o f sect ion 34 (2 ) (b ) o f the Trade M a r k s A c t 

w h i c h p rov ides that a t rade m a r k is n o t i n f r i nged b y : 

" the use b y any person o f any bona fide desc r i p t i on o r i nd i ca t i on o f the 

k i n d , qua l i t y , quan t i t y , i n tended purpose, va l ue , geograph ica l o r i g i n o r 

other character ist ics o f h is goods or serv ices, or the m o d e or t i m e o f 

p roduc t i on o f the goods or the render ing o f the serv ices. " 

[78 ] Sect ion 34(2) (c ) o f the T rade M a r k s A c t p rov ides that the reg is tered t rade m a r k is 

no t i n f r i nged b y the bona fide use o f the t rade m a r k i n re la t ion to goods or 

services where i t is reasonable to ind icate the in tended purpose o f such goods , 

i n c l u d i n g spare parts and accessories, and such serv ices. 

[79 ] B M W A G says G r a n d m a r k makes unauthor ised use o f the re levant t rade ma rks o n 

Grandmark 's l abe l i ng and p a c k a g i n g o f non -genu ine unau thor i sed parts w h i c h i t 

sells and o n i ts quota t ions and invo ices and do n o t const i tu te bona fide use as 

envisaged i n sect ion 34 (2 ) ( c ) o f the Trade M a r k s A c t . A s ev idence o f t rade m a r k 

i n f r i ngemen t , B M W attached a number o f G r a n d m a r k invo ices w h i c h i nc lude 

Whe the r or no t i t amounts to use as a trade m a r k is a ques t i on o f fac t w h i c h mus t 

be de te rmined i n the l i g h t o f the spec i f i c c i rcumstances o f use. W h a t is requ i red 

is an in terpre ta t ion o f the re levant m a r k t h r o u g h the eyes o f the consumer . (See 

Verimark v BMW, supra, at para [ 7 ] . ) 
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reference to B M W , E 4 6 , E 3 0 , 3 S E R I E S and w h i c h i nc lude the let ters B M i n the 

stock code. T h e w o r d i n g f r o m one i nvo i ce w i l l su f f i ce . I n the one i n v o i c e (at 

p i 94 o f the papers) there appears the w o r d s 

"Rep lacement par t sui table f o r : 

' B M W E 4 6 m 

and then f o l l o w s the var ious B M W 3 S E R I E S mode ls and the par t i cu la r par t is 

thereaf ter re fe r red t o . B e l o w that i n l i ne w i t h the g rand to ta l o n the i nvo i ce 

appears the w o r d s "these p roduc t (s ) are no t manu fac tu red b y or under l icence 

f r o m the o r i g i na l veh ic le manu fac tu re r " . The consumer o r cus tomer is there fore 

c lear ly i n f o r m e d that he or she has j u s t purchased a rep lacement par t su i tab le fo r a 

par t i cu la r B M W m o d e l . T h i s is d i rec t l y i n l i ne w i t h the approved w o r d i n g i n 

Commercial Autoglass (Pty) Ltd v BMW AG 2007 6 S A 637 ( S C A ) at para [9 ] 

where the cour t quoted ( w i t h approva l ) the learned authors o f Webster and Page 

w h o say: 

" A phrase such as ' X Y Z spare parts ' [where X Y Z is the reg is tered trade 

m a r k ] w o u l d no t be p ro tec ted b y the sect ion w h i l e 'spare parts f o r X Y Z 

goods ' w o u l d c lear ly f a l l w i t h i n the p rov is ions o f sec t ion 34 (2 ) ( c ) . " 

G r a n d m a r k uses the B M W trade m a r k s b y say ing " rep lacement par t f o r . . . " 

w h i c h is a leg i t ima te descr ip t ive use o f another 's t rade m a r k . 

B M W A G comp la ins that G r a n d m a r k uses i ts t rade m a r k B M i n i ts s tock codes. 

A n examp le is " R D B M 0 0 0 4 1 " ( w h i c h appears at p l 9 4 o f the papers) . I t is i n m y 
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v i e w not iden t i ca l to the m a r k B M . I n any event the " B M " f o r m s part o f a code , 

w h i c h is c lear ly no t con fus i ng l y s im i la r to the m a r k B M . Impo r tan t l y , h o w e v e r , i t 

is clear that G r a n d m a r k is no t u s i n g the code as a badge o f o r i g i n . The code is 

used to i den t i f y the par t , no t the source o f the par t . T h i s does no t const i tu te t rade 

m a r k use or i n f r i ngemen t . 

B M W A G attached a n u m b e r o f pho tographs to the papers pu rpo r ted l y s h o w i n g 

i n f r i ngemen t o f i ts t rade marks o n Grandmark ' s packag ing . H o w e v e r , the o n l y 

re levant pho tographs i n re la t ion to Grandmark ' s packag ing appear at p p 2 0 8 , 2 1 1 , 

344 , 348 , 349 and 355 o f the papers. T h e rema inde r o f the photographs are no t o f 

G randmark packag ing b u t t h i r d pa r ty re ta i lers and therefore are i r re levant . On the 

packag ing o f the G r a n d m a r k b o x , the " G r a n d m a r k In te rna t iona l " or " G " l ogo 

trade m a r k is c lear ly v i s i b le to any consumer and w o u l d be unders tood b y the 

consumer as the i n d i c a t i o n o f the o r i g i n o f the p roduc t i n quest ion . Fu r t he rmore , 

a s im i l a r no t ice to that w h i c h appears o n the invo ices appears o n the bar codes 

used fo r Grandmark 's p roducts . W h e r e re ference is made o n the packag ing to B M 

(aga in as par t o f a s tock code) the labe l makes clear that the par t be ing purchased 

is a " rep lacement par t f o r " the B M W par t i n ques t ion . 

Fo r a l l these reasons, B M W ' s cause o f ac t i on based o n trade m a r k i n f r i n g e m e n t 

fa l ls to be d ismissed. 
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I acco rd ing ly need no t re fer the mat ter to the C o m p e t i t i o n T r i b u n a l as G r a n d m a r k 

had o n l y sought a re fe r ra l to the C o m p e t i t i o n T r i b u n a l i n the event that I w e r e t o 

u p h o l d B M W A G ' s app l i ca t i on f o r des ign i n f r i n g e m e n t and d ismiss the counte r -

app l i ca t ion fo r r evoca t i on o f the designs. 

A f e w conc lud ing remarks . G r a n d m a r k says B M W A G ' s parts are e x t r e m e l y 

expensive compared to the p r i ce i t charges f o r the iden t ica l (unau thor ised) 

rep lacement parts and p rov ides several examp les w h i c h ind icate that B M W A G 

charges more than t w o or three t imes the p r i ce i t ( G r a n d m a r k ) sells t h e m fo r . 

B M W A G ' s a rgument is t w o f o l d . F i r s t l y , G r a n d m a r k can have those 

unauthor ised parts made by s i m p l y m a k i n g a m o u l d o f the o r i g ina l m a d e b y 

B M W A G . T h i s resul ts i n huge costs sav ings f o r the unauthor ised parts 

manufacturer . B M W A G also incurs h u g e expend i tu re i n h a v i n g la rge 

warehouses i n Gau teng , K w a - Z u l u Na ta l and the W e s t e r n Cape where spare par ts 

are kept . Th i s is a re la t i ve issue. I t m a y w e l l be tha t th is is because i t has a la rge 

share o f the re levant marke t segment i n w h i c h i t sel ls i ts l u x u r y veh ic les . I n o ther 

w o r d s , the larger the share o f the marke t p r o b a b l y the greater the need to have 

concomi tan t l y large warehouses. Ne i the r the Des igns A c t no r the T rade M a r k s 

A c t p rov ides that the costs o f des ign ing , p r o d u c i n g and s tor ing o f the goods are 

re levant cons iderat ions. A s a l l uded to ear l ie r , the Des igns A c t spec i f i ca l l y 

exc ludes spare parts f r o m w i t h i n its a m b i t i n so fa r as func t i ona l par ts are 

concerned. B M W A G ' s reg is t ra t ion o f these par ts as aesthetic designs is c lea r l y 

an a t tempt to c i r c u m v e n t the exc lus ionary p r o v i s i o n s re la t ing to spare par ts . 
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[85 ] I m a k e the f o l l o w i n g order : 

1. The appl icant 's app l i ca t i on to amend dated 2 4 A u g u s t 2011 is d ismissed 

w i t h costs. 

2 . The app l i ca t ion is d ismissed w i t h costs i n c l u d i n g the costs o f t w o counse l 

where so e m p l o y e d and the costs o f the A n t o n P i l l a r app l i ca t i on under 

case no 44784 /10 and the execu t i on thereof . 

3. The coun te r -app l i ca t ion succeeds w i t h costs i n c l u d i n g the costs o f t w o 

counsel where so e m p l o y e d . 

4 . Each par ty to pay i ts o w n costs re la t ing to the c o n d i t i o n a l app l i ca t i on f o r 

re fer ra l to the C o m p e t i t i o n C o m m i s s i o n . 
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